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DETAILED ACTION 



Response to Amendment 

Applicant's amendment received on 10/28/05 has been entered and made 
record. Currently, claims 1-32 are pending. 



Response to Arguments 

Applicants arguments, see pages 1-3, filed 10/28/05, with respect to the 
rejection(s) of claims(s) 1-32 under 35 U.S.C. 102 (b) as being anticipated by Wakai et 
al. (US 2002/0065871) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Wakai et al. and Kim (U.S. Patent 6,373,586). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wakai et al. (US 2002/0065871) in view of Kim (US Patent 6,373,586) and Rose 
(US Patent 5,200,816). 
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Regarding claim 1 Wakai et al. discloses "monitoring for a print request" in 
paragraph 0235, line 1 and "intercepting a print file generated from the print request" in 
paragraph 0239, lines 3-5. Wakai et al. also shows "matching the print file with stored 
data identification" in paragraph 0054, lines 1-5 and 0068 lines 1-6. 

However, Wakai et al. fails to expressly disclose "transforming a print file in 
accordance to stored print options" and "the transformed print file produces a printed 
output different from a printed output that would have been produced by the print file 
generated by the print driver" 

Kim discloses "transforming a print file in accordance to stored print options" in 
column 4, lines 47-54. 

Rose discloses, " the transformed print file produces a printed output different 
from a printed output that would have been produced by the print file generated by the 
print driver" in column 26, lines 3. 

Wakai et al. Kim and Rose are combinable because they are from the same field 
endeavor, dealing with printing. At the time of invention, it would have been obvious to a 
person of ordinary skill in the art to combine the inventions of Wakai et al. and Kim and 
Rose because this would create give the user the print the original document or the 
document as it relates to the stored print options. 
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In claim 2 Wakai et al. discloses, "at least on print configuration data file 
configured to store the data identification and prints options" in figure 135. Wakai et al. 
also shows "a printing module configured for monitoring a print request" in paragraph 
0235, lines 1-2. The last part of claim 2 "a transformation program module configured 
for transforming the print file" can be referenced in Wakai et al. in paragraph 0275, lines 
1-7. 

Claim 3 goes further into detail about the matching step in claim 1, the first part 
states, "identifying data identification in the print request", this step can be found in the 
Wakai et al. drawings, figure 22, step S2201 . Later in the second part of the claim 
"comparing said data identification in the print request to the stored data identification in 
a currently selected print configured data file" is referenced in Wakai et al. in figure 39, 
step S3901. The identifying occurs in S2201 and comparing with stored identification in 
S3901. 

In claim 4 Wakai et al. discloses 'further comprising printing the transformed print 
file to an output device in paragraph 0246, lines 1-4. 

In claim 5, Wakai et al. shows an "output device is selected from the group 
consisting of a printer, a copier, and a scanner 1 ' in figure 7, elements 702, 704. 

In claim 6, Wakai et al discloses, "stored data identification and print options are 
user configured" in figure 117, shows location of printer for file to be printed (data 
identification) and figure 119 "print setup change menu"(window shows options for 
adjusting object). 
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In claim 7 Wakai et al displays "prior to the monitoring step, the method further 
comprises the step of receiving the data identification options" in figure 22, S2201 (job 
id) "and print options" in figure 22, S2201 (action id) "from a graphical user interface 
generated by a print option formatting module" in figure 1 17, shows location of printer 
for file to be printed (data identification) and figure 119 "print setup change 
menu"(window shows options the adjust object), the print options. 

In claim 8, the rational provided in rejections 1 and 7 are incorporated herein. 

In claim 9, Wakai et al. teaches "the print file is a spooled print file in paragraph 
0271, lines 1-5. 

In claim 10, Wakai et al. teaches print file is configured by print drivers prior to 
the transforming step in paragraph 0256, lines 3-4, specifically " the request manger 
permits printer control unit to control printer" after "user manipulates the device A" 
(printer), in paragraph 0255, line 1 . 

In claim 1 1 , the rational provided in the rejections of claim 1 is incorporated 
herein. In addition, Wakai et al. teaches "computer-readable medium comprising a print 
medium formatting program" executed by a processor in paragraph 0002, lines 1-5. 

In claim 12, the rational provided in the rejections of claims 2 and 11, are 
incorporated herein. 

In claim 1 3, the rational provided in the rejections of claims 3 and 1 1 are 
incorporated herein. 

In claim 14, the rational provided in the rejections of claims 4 and 5 and 1 1 are 
incorporated herein. 
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In claim 15, the rational provided in the rejections of claims 6 and 1 1 are 
incorporated herein. 

In claim 16, the rational provided in the rejections of claims 7 and 11 are 
incorporated herein. 

In claim 17, the rational provided in the rejections of claims 7 and 1 1 are 
incorporated herein 

In claim 18, the rational provided in the rejections of claims 10 and 11 are 
incorporated herein. 

The rational provided in the rejections of claim 18 is incorporated herein claim 10. 
In addition, Wakai et al. teaches "computer-readable medium comprising a print 
medium formatting program" executed by a processor in paragraph 0002, lines 1-5. 

In claim 19, the rational provided in the rejections of claims 1 and 1 1 are 
incorporated herein. 

In claim 20 Wakai et al. teaches "computer system" and "processor is configured 
to execute a print command to print the transformed print file to at least one output 
device coupled to the computer system", in paragraph 0006, lines 1-3. 

In claim 21, Wakai et al. discloses "at least one output device" as a printer in 
paragraph 0262 lines 1-4. 

In claim 22, the rational provided in the rejections of claim 20 is incorporated 
herein. In addition Wakai et al. teaches "the print medium formatting program is loaded 
and accessible from a program selected from the group consisting of an operating 
system, a device driver, and an applications program" in figure 6 element 201, the 
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operating unit, which shows the relationship with the request manager interacting with 
the print medium formatting program. Thus proving it inherently known that the 
operating unit is accessible to the print medium formatting program. 

In claim 23, the rational provided in the rejections of 12 and 20 are incorporated 

herein. 

In claim 24 Wakai et a\. teaches "the data identification comprises" in paragraph 
0262(description of figure 7), data devices which are identified. Then later in the claim 
"the at least one output device", Wakai et al. discusses the printer as one output device, 
in lines 1-4 of the same paragraph. 

In claim 25 Wakai et al discloses, "the print options include selectable print color, 
resolution, size, pages per page, and the printable content", in figure 135 (Size, Object 
Count, Content) and figure 119 (Color). 

In claim 26 Wakai et al teaches "the printable content" can be text only disclosed 
in paragraph 0276, lines 1-3. 

In claim 27, the rational provided in the rejections of 1, 3, and 7 are herein. 

In claim 28 Wakai et al teaches, "Received data identification and print options 
are user configured by a user via at least one GUI" in figure 1 17(location of printer for 
file to be printed) and figure 119 "print setup change menu"(window shows options for 
adjusting object). 

In claim 29 Wakai et al. shows "the displaying step further comprises at one of 
the steps selected in the group consisting of: creating a new print configuration data file, 
editing an existing print configuration data file, deleting an existing print configuration 
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data file, and accepting a current print configuration data file" in figure 113, the option to 
delete a job is shown. 

In claim 30, the rational provided in the rejection of claim 4 is herein. 

In claim 31 , the rational provided in the rejection of claim 5 is herein. 

In claim 32, the rational provided in the rejection of claim 5 is herein. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mario Ayele whose telephone number is 571-272-0624. 
The examiner can normally be reached on Monday through Friday 8:30 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on 571-272-7402. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mario Ayele 
Examiner 
Art Unit 2622 
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